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DETAILED ACTION 

Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 1 03(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 1 03(c) and potential 35 U.S.C. 1 02(e), (f) or (g) 
prior art under 35 U.S.C. 1 03(a). 

3. Claims 1-9, 11-18 and 20-31 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over U.S. Patent No. 5,697,649 to Dames et al. ("Dames") in view of U.S. 
Patent No. 6,533,325 to Steidinger ("Steidinger '325"). 

Regarding claim 1 , Dames discloses a method of manufacturing elements of 
relatively small size, especially such as planchettes (see abstract), comprising the 
following steps: i) a wound sheet is unwound (see col. 8, lines 10-12), then; ii) 
optionally, this sheet is printed at least partly on at least one side and then (see claim 
25); iii) the sheet is cut deeply "right through" (see col. 7, lines 15-19) along a 
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succession of at least two cutting patterns that intersect so as to constitute a resulting 
pattern that will form a detached element constituting the element of relatively small size 
(see fig. 2); and iv) the detached elements that form said elements of relatively small 
size are recovered (see claim 4), but fails to disclose the cutting operation taking place 
by means of a succession of synchronized cutting cylinders carrying one of the cutting 
patterns respectively, anvil cylinders being interposed between these cutting cylinders, 
the sheet passing between all these cylinders. 

Steidinger '325 teaches the concept of providing a cutting operation taking place 
by means of a succession of synchronized cutting cylinders carrying a cutting pattern, 
anvil cylinders being interposed between these cutting cylinders, and a sheet passing 
between all these cylinders (see col. 13, lines 9-26). 

It would have been obvious to a person of ordinary skill in the art at the time of 
the invention to replace the Dames dies with the Steidinger rotary die cutting station in 
order to permit the convenient removal of the planchettes from the roll and the provision 
of edges which are smooth to sight and touch, as explicitly taught by Steidinger '325 
(see abstract). 

Regarding claim 2, Dames in view of Steidinger '325 discloses the method as 
claimed in claim 1, wherein the steps are carried out in line (see Dames col. 8, lines 10- 
1 6 in view of the combination set forth in the rejection of claim 1 , above). 

Regarding claim 3, Dames in view of Steidinger '325 discloses the method as 
claimed in claim 2, but fails to specifically disclose the method being carried out at a 
speed of between 20 and 150 m/min. However, it has been held that "where the 
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general conditions of a claim are disclosed in the prior art, it is not inventive to discover 
the optimum or workable ranges by routine experimentation." In re Aller, 220 F.2d 454, 
456, 105 USPQ 233, 235 (CCPA 1955). 

Regarding claim 4, Dames in view of Steidinger '325 discloses the method as 
claimed in claim 1 , wherein said sheet is a sheet of paper, a sheet of nonwoven or a 
sheet of plastic, or a complex of these materials (see Dames col. 1 , lines 22-23). 

Regarding claim 5, Dames in view of Steidinger '325 discloses the method as 
claimed in claim 1, wherein the sheet is printed by flexography (see Dames col. 8, lines 
11-13). 

Regarding claim 6, Dames in view of Steidinger '325 discloses the method as 
claimed in claim 1 , wherein the sheet is printed, but fails to specifically disclose the 
sheet being printed in an amount of 1 to 10 g/m2 per side, preferably between 2 and 5 
g/m2 per side. However, it has been held that "where the general conditions of a claim 
are disclosed in the prior art, it is not inventive to discover the optimum or workable 
ranges by routine experimentation." In re Aller, 220 F.2d 454, 456, 105 USPQ 233, 235 
(CCPA 1955). 

Regarding claim 7, Dames in view of Steidinger '325 discloses the method as 
claimed in claim 1, wherein the sheet is printed on only one side (see Dames claim 25, 
permitting the disposition of elements upon "at least one side"). 

Regarding claim 8, Dames in view of Steidinger '325 discloses the method as 
claimed in claim 1, wherein the sheet is printed on both its sides (see Dames claim 25, 
permitting the disposition of elements upon "at least one side") in succession by 
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front/back registration in particular by turning the sheet over (see Steidinger '325 col. 
12, line 66) or by reversing the rotation of a printing unit. 

Regarding claim 9, Dames in view of Steidinger '325 discloses the method as 
claimed in claim 1, wherein said sheet has a thickness, but fails to specifically claim said 
thickness being between 5 and 110 micrometers. However, it has been held that 
"where the general conditions of a claim are disclosed in the prior art, it is not inventive 
to discover the optimum or workable ranges by routine experimentation." In re Aller, 220 
F.2d 454, 456, 105 USPQ 233, 235 (CCPA 1955). 

Regarding claim 1 1 , Dames in view of Steidinger '325 discloses the 
manufacturing method as claimed in claim 1, but fails to specifically disclose the largest 
dimension of the detached element being between 0.5 and 6 mm, preferably between 1 
and 4 mm. However, it has been held that "where the general conditions of a claim are 
disclosed in the prior art, it is not inventive to discover the optimum or workable ranges 
by routine experimentation." In re Aller, 220 F.2d 454, 456, 105 USPQ 233, 235 (CCPA 
1955). 

Regarding claim 12, Dames, as modified by Steidinger '325 (in the manner set 
forth in the rejection of claim 1 , above), discloses a method of cutting out elements of 
relatively small size, especially such as planchettes (see Dames abstract), wherein, 
staring from a sheet, said sheet is cut deeply "right through," (see Dames col. 7, lines 
15-19) continuously, along a succession of at least two cutting patterns that intersect so 
as to constitute a resulting pattern that will form a detached element constituting the 
element of relatively small size (see Dames fig. 2), this cutting operation taking place 
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using a succession of synchronized cutting cylinders carrying one of the cutting patterns 
respectively, anvil cylinders being interposed between these cutting cylinders (see the 
combination set forth in the rejection of claim 1 , above). 

Regarding claim 13, Dames, as modified by Steidinger '325 (in the manner set 
forth in the rejection of claim 1 , above), discloses a device for cutting out elements of 
relatively small size, especially such as planchettes (see Dames abstract), wherein it 
comprises a rotary cutting device comprising a succession of synchronized cutting 
cylinders having respective cutting threads, anvil cylinders being interposed between 
these cutting cylinders, the cutting threads on the cylinders being supplemented so as 
to form an entire figure when the cutting cylinders rotate in a synchronized manner and 
when suitably adjusted (see the combination set forth in the rejection of claim 1 , above). 

Regarding claim 14, Dames in view of Steidinger '325 discloses the cutting 
device as claimed in claim 13, wherein each cutting cylinder is a magnetic cylinder 
covered with a magnetizable flexible plate retained by demagnetization forces, 
especially made of steel, bearing the cutting threads (see Steidinger '325 col. 7, lines 
50-57), but fails to disclose said cutting threads specifically being electrochemically 
etched. However, the process by which said cutting threads are etched fails to further 
limit the physical limitations of the cutting device that is the primary subject of the instant 
claim. Accordingly, said limitation will not be afforded patentable weight. 

Regarding claim 15, Dames in view of Steidinger '325 discloses the cutting 
device as claimed in claim 14, wherein it includes a base anvil cylinder (see the 
combination set forth in the rejection of claim 1 , above). 
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Regarding claim 16, Dames in view of Steidinger '325 discloses a device for 
manufacturing elements of relatively small size, especially such as planchettes (see 
Dames abstract), wherein it includes a reel holder (see Dames col. 8, lines 10-12), a 
printing device, with at least one printing unit (see Dames col. 8, lines 11-13), and a 
cutting device described in claim 13 (see the combination set forth in the rejection of 
claim 1, above). 

Regarding claim 17, Dames in view of Steidinger '325 discloses the device as 
claimed in claim 16, wherein it includes a printing device having at least two printing 
units (see Dames col. 8, lines 11-13) with a set of bars for turning the sheet over 
between the units (see Steidinger '325 col. 12, line 66). 

Regarding claim 18, Dames in view of Steidinger '325 discloses the device as 
claimed in claim 16, wherein it includes a printing unit having at least two printing units 
(see Dames col. 8, lines 11-13) with a device for reversing the rotation of one of the 
printing units (dies, as provided in the combination set forth in the rejection of claim 1 , 
above). 

Regarding claim 20, Dames in view of Steidinger '325 discloses the 
manufacturing device as claimed in claim 16, wherein it includes an antistatic treatment 
device (note that any metallic component of the device chosen at random may be 
considered to be an "antistatic treatment device," as it will function to discharge any 
accumulated static electricity). 

Regarding claim 21 , Dames in view of Steidinger '325 discloses a security 
element of relatively small size, wherein it is obtained using the manufacturing and/or 
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cutting methods described in claim 1 and in that it includes identification patterns 
observable to the naked eye (see Dames fig. 1). 

Regarding claim 22, Dames in view of Steidinger '325 discloses the security 
element as claimed in claim 21 , wherein it includes patterns chosen from patterns that 
are visible in natural light, visible under UV light, luminescent patterns, particularly 
fluorescent or phosphorescent patterns, which are detectable by near or intermediate 
infrared radiation, thermochromatic patterns, piezochromatic patterns, patterns based 
on DNA tracers, patters that are optically variable, especially iridescent or based on 
liquid crystals or diffraction gratings or moire patterns or holograms, electromagnetic 
patterns, or combinations thereof (see Dames fig. 1). 

Regarding claim 23, Dames in view of Steidinger '325 disclsoes the security 
element as claimed in claim 21, wherein it includes, beneath or alongside said patterns, 
printing of electromagnetic, especially magnetic, character and in particular continuous 
tracks or codes in the form of magnetic bits (see Dames col. 1 , lines 37-43). 

Regarding claim 24, Dames in view of Steidinger '325 discloses the security 
element as claimed in claim 21 , wherein it includes chemical authentication reactants or 
reactants that reveal a specific event (see col. 6, lines 11-19). 

Regarding claim 25, Dames in view of Steidinger '325 discloses a security 
element of relatively small size, wherein it is obtained using the manufacturing and/or 
cutting methods described in claim 1 , and wherein the shape of said element is a 
security characteristic (see Dames col. 5, lines 43-50). 
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Regarding claim 26, Dames in view of Steidinger '325 discloses a security sheet 
comprising a fibrous substrate (see Dames col. 7, lines 26-30) which includes at least 
one security element of relatively small size obtained using the manufacturing and/or 
cutting methods described in claim 1 (see the rejection of claim 1 , above). 

Regarding claim 27, Dames in view of Steidinger '325 discloses a decorative 
sheet comprising a fibrous substrate (see Dames col. 7, lines 26-30), which includes at 
least one decorative element of relatively small size obtained using the manufacturing 
and/or cutting methods described in claim 1 (see the rejection of claim 1 , above). 

Regarding claim 28, Dames in view of Steidinger '325 discloses a security 
document comprising, as base, a sheet as claimed in claim 26 (see Dames col. 7, lines 
26-30). 

Regarding claim 29, Dames in view of Steidinger '325 discloses a package 
comprising a sheet as claimed in claim 26 (see Dames col. 7, lines 26-30). 

Regarding claim 30, Dames in view of Steidinger '325 discloses a security 
element as claimed in claim 21 , wherein the shape of said element is a security 
characteristic (see Dames col. 5, lines 43-50). 

Regarding claim 31 , Dames in view of Steidinger '325 discloses a security sheet 
comprising a fibrous substrate which includes at least one security element as 
described in claim 21 (see Dames col. 7, lines 26-30). 

4. Claims 10 and 19 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Dames in view of Steidinger '325 and further in view of U.S. Patent No. 6,350,342 
to Steidinger et al. ("Steidinger '342"). 
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Regarding claim 10, Dames in view of Steidinger '325 discloses the method as 
claimed in claim 1 , but fails to disclose the detached elements being recovered by 
stripping, in particular using a peel bar and suction. 

Steidinger '342 teaches the concept of detached elements being recovered by 
stripping, in particular using a peel bar (see col. 5, lines 64-66) and suction (see col. 7, 
lines 50-54). 

It would have been obvious to a person of ordinary skill in the art at the time of 
the invention to incorporate the Steidinger '342 into the apparatus of Dames in view of 
Steidinger '325 in order to provide a means of separating die cut planchettes from the 
roll from which they came, as explicitly taught by Steidinger '342 (see col. 5, lines 64- 
66). 

Regarding claim 19, Dames in view of Steidinger '325, as modified by Steidinger 
'342 (in the manner set forth in the rejection of claim 10, above), discloses the 
manufacturing device as claimed in claim 16, wherein it includes, after the cutting 
device, a stripping device, in particular one using a peel bar and suction (see the 
combination set forth in the rejection of claim 10, above). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JUSTIN V. LEWIS whose telephone number is 
(571)270-5052. The examiner can normally be reached on M-F 7:30am - 5:00pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Dana Ross can be reached on (571) 272-4480. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Dana Ross/ 

Supervisory Patent Examiner, Art Unit 3725 
/JVL/ 



